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SUPPLEMENT 1
REQUEST FOR REHEQRING

UNDER
37 C.F.R. § 41.52 (a)(1)
of

Decision on Appeal dated 89/17/2009

Sir: Please consider the following.

Pursuant t0 37 C.F R § 41.51 (a){(1) appellants request rehearing of the
Decision on Appeal dated 09/17/2009 (Board’s Decision).

The Request For Rehearing submitted on No. 19, 2009 shall be referred to
herein as the Initial Request or the Initial Request for Rehearing and this paper shall re

referred to as the Supplement or the Supplement Request fro Rehearing..
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1. Supplement Section

Appellants in the paragraph bridging BV pages 155-156 cite the Unuted States
Supreme Court dectsion in Uy re Horwarh 210 USPQ 688, The Board s Dectsion did not
gomment ou not rebut this gnalysis. 1 s equally applicable to the Bogrd's Decision as

apphied 1o the following paragraph

I Iy re Henvarih at 210 USPQ 689, 692, the Untted States Supreme Court citing
Wehsier v Figgho 10S US S80, 386 states wn regards 1o patent applications that an
applicant “may beguy at the poant where hits invention begins, and desortbe what bs has
roade that is new and what # replaces of the old. That which is coromon and well known

as if 1 were written out in the patent and delineated i the drawings " In the present
invention how to ereate a superconducting current was well knowy in the art before
Appheants' discovery. The processes for making the supsreonducting elements of the
apparatus of Applicants’ claims that carry the superconducting current 15 not new but well
know prior 1o App?imn is” discovery. What 15 new s Apphicanty’ discovery that matenals
exist having ¢ T, > 267K, This is what Applicants are claiming, their discovery of sn
apparatus carrying 8 supercondactive current with a Te 2 209K Jrr re Hovwar vl states at
210 LISPQ 689, 691 "an inventor need not L. explain every detaid sines he is speaking to
those skifled o the arl. Whatis conventional knowledge will be read into the disclosure ™
The Board's Decision has not shown what information is missing from Applicants

spectfication that s oot known (o person of skilt i the art prior to Applicanty’
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that is necessary for a persow of skill in the art o koow o order o practive to their full

¥

seope the nventions of Appellaras’ claivos for which the Board’™s Decision did not

reverse the Examiner’s rejections. Npecific examples that are not specifically identified

,w H

in Applicants’ specification that have Tp; > 26°K that can be made according to

(‘}f-'/

Appheants' teaching ave enabled according to the CCPA w Siere Angstady, supra, I re
Cook, supra, Mineraly Separavion V. Hyde supra and fn re Fisher supra. Missing
wtormaton canoot be knowledge in advance of species that come within the scope of

Appellants” claims that are not specifically identified the Appellant’s Specification since

%
’t:i

itis well settled law that a pateat applicant does not have 1o foresee all species that come
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within the scope of an applicant s ofaimy As siated in the Butial Reguest the Board's
Decision did not 1dentify what the Board considered the “new aspect” of Appellants’
clatims. At BV pages 155-156 Appellants clearly state the 1t 18 not the method of

making the niaterials or the methods of testing the matenal but the discovery that

rag s

raptenals exist baving 5 T, = 26°K0

2. Supplement Section
MINERAL SEPARATIN V. HYDE

Appellants in the paragraph bridging BV pages 228-237 cite the United States
Supreme Court decision in Miaerals v. Hyvde in sapport of the enablement of there
claims. This applies to the Subsection IH claims. The Board’s Dectsion did not
conument on nor rebut this analvsis. Appellants” discussion s equally applicable o the
Board's Deoision as apphied in the following paragraphs

The CCPA states in Jn re dngstadi, 537 F.2d 498, 503-304 (C.C.P.A. 1976) 19
USPQ 214 citing the United Stated Supreme Court decision Minerals Separation, Lid. v,
Hyde, 242 U8 201, 270-71 (1916)

To require disclosures in patent applications to transcend the level of
knowledge of those skilled 1 the art would stifle the disclosure of iventions
in fields man understands imperfectly, like catalytic chemistry. The Supz eme
Court said it aptly in Minerals Separation, Lid. v. Hyde, 242 U.S. 261, 270-71
{1916}, in discussing the adequacy of the disclosure of the froth tlotation
process of ore separation:

Equally untenable is the claim that the patent is invalid for the reason
that the evidence shows that when different ores are treated
preliminary tests must be made to determine the amount of oil and
the extent of agitation necessary in order to obtain the best results.
Such variation of treatment must be within the scope of the claims,
and the certainty which the law requires in patents is not greater than
is reasonable, having regard to their subject-matter. The composition
of ores varies infinitely, each one presenting its special problem, and it
is abviously impossible to specify in a patent the precise treatment
which would be most successful and economical in each case. The
process is one for dealing with a large class of substances and the
range of treatment within the terms of the clabms, while leaving
something to the skill of persons applying the tnvention, is clearly
sufficiently definite to guide those skilled in the art to its successful
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application, as the evidence abundantly shows. This satisfies the Jaw.
Mowry v. Whitney, 14 Wall. 620; Ives v, Hamilton, 92 U.S, 426, and
Carnegie Steel Co. v. Cambria Iron Co., 185 U.S. 403, 436, 437
{Emphasis added. |

The text in bold shall be referred herein to as The Sapreme Court Minerals v, Hyde

Enablement Statement.

In Minerals Separation, Lid. v. Hyde Patent No. 835120 (Minerals Patent), issued
November 6, 1906, was asserted by the plaintift against the defendant’s method. The
claims of this patent are divected to 1oprovements in the concentration of oves by a
process of oif flotation. The defendant asserted that the claims were not enabled. The
Supreme Court held that claims {, 2, 3, 5, 6, 7 and 12 were valid, The reason for why
these clatms were found enabled is quoted above in bold from I re Angstadt. Claims 1
and 12 found enabled by the Supreme Court are:

1. The herein-described process of concentrating ores which
consists m mixing the powdered ore with water, adding a small
proportion of an oily liquid having a preferential alfinity for
metaliiferous matter, famounting to a fraction of one percent, on
the ore), agitating the mixture unti] the oil-coated nuneral matter
torms into a froth, and separating the troth from the remainder by
notation.

12. The process of concentrating powdered ore which consists

separating the minerals' from gangue by coating the minerals

with ol in water containing a fraction of one per cent, of o1l on

the ore, agitating the mixture to cause the oil-coated mineral to

form a froth, and separating the froth from the remainder of the

mixture.
The claims found enabled are directed to “ores.” The Supreme Court did not require the
claims of the Minerals Patent to be limited to the ores that were recited in the patent or be
limited to a genus corresponding to what the Minerals Patent’s Specification provides
“guidance” in 1dentifying, as the term “guidance” is used in the Board’s Decision.
Because it s well settled law that all species that come within the scope of a claims do
not have to be foreseen in advance when a patent application is filed (see the numerous

legal precedent cited i Appellants” Brief and Appellants’ Replies, e.g. BV paragraph
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bridging pages 47-68 citing St Int'l v. Matsushita Elec. Corp., 775 F 2d 1107, 1121 {Fed.
Cir. 19853, 227 USPQ 577, 586 “{tlhe law does not require the impossible. Hence, it does
not require that an applicant describe in his specification every concervable and possible
future embodiment of his invention. The law recognizes that patent specifications are
written for those skilled in the art, and requires only that the inventor describe the'best
mode’ known at the time to him of making and using the invention. 35 US.C. § 1127
and BV page 48, lines 13-23, “Enablement does not require the inventor to foresee
every means of implementing an invention at pains of losing his patent franchise. Were it
otherwise, clatmed inventions would not include improved modes of practicing those
inventions. Such narrow patent rights would rapidly become worthless as new modes of
practicing the tnvention developed, and the inventor would lose the benefit of the patent
bargam. Invitrogen Corp. v. Clontech Labs, | Inc., 429 ¥ 3d 1052, 1071 (Fed. Cir. 2005)7
And, “{olur case law is clear that an gpplicant is not required to describe i the
specification every conceivable and possible futwre embodiment of his invention™
Rexnord Corp. v. Laitram Corp., 274 F3d 1336, 1344, 60 U S P.Q.2D (BNA) 1851 (Fed.
Cir. 2001).)

. Appellants note the Board™s Decision is in contlict with the United States
Supreme Court’s. Mineral Separation decision, the CCPA I re Angstedt decision , the
CCPA I re Cook decision and the CAFC Jn re Wands decision when it states at DB
page 20, lines 2-4 from the bottom, in reference fo Subsection I superconductors {as
defined at BD page 17, lines 2- 6) “[afs explained above, Appellants’ Specification
provides a reasonable amount of direction or guidance in wdentifving the compositions in
question as possessing high temperature superconductive characteristics” and when it at
BD page 38, lines 1 -4 from the bottom, states “{t]he prior art of record mn this appeal is
limited to tabrication of mixed transition metal oxide materials of the type discussed in
subsections I and H. None of the claims in this subsection Il are limited to such
materials”

Initially the Board’s Decision provides no legal authority for the statement that “a
reasonable amount of direction or guidance in tdentifying the compositions in question as
possessing high temperature superconductive characteristics” is necessary to satisty the
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enablement requirement. There is no United States Federal Court decision that states that
“a reasonable amount of direction or guidance in identifying” species that com within the
scope of a claim m necessary to satisfy the enablement requirement of that claim to its full
scope. The Board is does not have the anthority to create new law in this manner, The
primary decisions on this the United States Supreme Court’s. Adineral Separation
decision, the CCPA In re Angsfadr decision and the CAFC I RIEX Wands have no such
requirement. BV, page 51, lines 9-14, states:

the patent legal term “guidance” is directed to “the manner and process
of making and using {the invention].” When the teactung of a patent
application requires undue experimentation to practice the invention,
guidance on bow to carry out the experiment can result 1n enablement
even though the experimentation is not recorded as a performed example
in the specification.

The Board’s own precedential decision fix parte Jackson 217 USPQ 804 does not support
the Board's Decision when it staies that “a reasonable amount of direction or guidance 1o
identifying the compositions in question as possessing high temperature superconductive
characteristics” 1s necessary to satisty the enablement requirement.

BV paragraph bridging pages 51-52 states:

The Board in Ex parte Jackson 217 USPQ 804 and 807 states “a
considerable amount of experimentation is permissible if it is merely
routine.” As stated by the Examiner the experimentation to find other
species is merely routine. The Board in Ex parte Jackson goes on to
state if the experimentation is not merely routine there is enablement
“if the speaification in question provides [a reasonable | sec} amount of
guidance with respect to the direction 1 which the experimentation
should proceed to enable the determination of how to produce a
desired embodiment of the invention claimed.” 217 USPQ &G4, 807.
Thus guidance is needed when the experimentation is not merely
routine. Since there is no evidence o the present application that
anything other that routine experimentation is needed to determine
other species, than specifically described by Applicants’, the guidance
provided by Applicants’ teaching 18 sufficient to satisty enablement.

I re Wands states the same:

Enablement is not precluded by the necessity for some experimentation
such as routine screening. n19 However, experimentation needed to practice
the mvention must not be undue experimentation. n20 " The key word is
‘undue,” not ‘experimentation.’” n21
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The determination of what constifutes undue experimentation in a
given case requires the application of a standard of reasonableness,
having due regard for the nature of the invention and the state of the
art. Ansul Co. v, Uniroval, Inc. {448 F.2d 872, §78-79; 169 USPQ 759,
762-63 (2d Cir. 1671), cert. dented, 404 LIS 1018, 30 L. Ed. 2d 666,
92 S, Cr. 680 (1972)]. The test is not merely quantitative, since a
considerable amount of experimentation is permissible, if it is
merely routine, or if the specification in question provides a
veasonable amount of gunidance with respect to the direction in
which the experimentation should proceed ¥ * ¥ n22

Inve Wands BSRF 2d 731 737 (Fed _ Cir. 1938
{Emphasis added.)

BY1 page 102, lines 6-10, state:

The CCPA fn re Angstadt farther goes on to say

having decided that appellants ave pof required to disclose every
species encompassed by the claims even in an unpredictable art such
as the present record presents, each case must be determined on its
own facts. 190 USPQ 214, 218 (Emphasis in the original ),

Thus 11 the present applications “[ Alppellants are rot required to disclose every speciex
encompassed by the clatms.” fir re Angstadt. And “considerable amount of
experimentation is pernussible, i1 it is merely routine, or if the specification in guestion
provides a reasonable amount of guidance with respect to the direction in which the
experimentation should proceed.” i re Wands There is no evidence in the present
application and the Board™ Decision cites no evidence that anything other that routine
experimentation is needed to find superconductors corresponding the Subsection HI of
the Board’s Decision that fall outside of what the Board’s Deciston considers enabled.
Appellants have contended throughout the prosecution of the present application and this
appeal that only routine experimentation is needed to find species that come within the
scope of Appellants’ claims to their full scope. This is undisputed.

In [ re Wands the broadest method claim held enabled reads:

1. An immunoassay method utilizing an antibody to assay for a

substance comprising hepatitis B-surface antigen (HBsAg) determunants
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which comprises the steps of:

contacting a test sample containing said substance comprising Hi3sAg

At

determinants with said antibody; and

determining the presence of said substance in said sample;

wherein said antibody is a monoclonal high affinity IgM antibody
having a binding atfinity constant for said HBsAg determinants of at

Jeast 107 M-

inre Wands, 888V 2d 731 734 {Fed Cir, 1988

This claim is directed to any “antibody to assay for™ any “substance comprising
hepatitis B-surface antigen (HBsAg) determinants.” The is no requirement in /n re
Wandys for the appellant’s specification to provide (as defined at BD page 17, line 6)
“direction or guidance in idenfifving the compositions in question as possessing” the
“antibody™ or “substance comprising hepatitis B-surface antigen (HBsAg) determinants”™
as the Board’s Decision in the present appeal is requiring when it states at BD page 38,
lines 1 -4 from the bottom, “[tihe prior art of record in this appeal is limited to fabrication
of mixed transition metal oxide matertals of the type discussed in subsections { and 11
None of the claims in this subsection HI are limited to such materials.”  Thus the
Board’s Decision i the present appeal 1s 1o conflict with I re Wanwds and Jo re Angstadt

and 1s thus an error of law.
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t “Appellants’ Specification

[must] provides a reasonable amount of direction or guidance in 1dentifving the
composifions in guestion as possessing high temperature superconductive characteristics.”
Moreover, the starting matertals and conditions did not have to be specitied for all
“antibodies™ or for all “substance comprising hepatitis B-surface antigen (HBsAg)
determinants” for the Wandys claim 1 to be found enabled.
I re Wands states

When Wands' data is interpreted in a regsonable manner,
analysis considering the factors enumerated in In re Forman
teads to the conclusion that undue experimentation would not
be required to practice the invention. Wands' disclosure
provides considerable direction and guidance on how to
practice their invention and presents working examples. There
was a high fevel of skill in the art at the time when the
application was filed, and all of the methods needed to practice
the invention were well known.

Inre Wands, 838 F2d 731, 7490 (Ped Cir 1988}

Appellants note that [ re Wandy in this passage states “Wands' disclosure provides
considerable direction and guidance on how to practice their invention and presents
working examples.” I re Bands doe not states {(as stated at BD page 20, lines 1.3, from
the bottom) “direction or guidance in identifving the compositions in question as
possessing” {emphasis added) the “antibody™ or “substance comprising hepatitis B-
surface antigen (HBsAg) determinants.” It is not necessary under In re Wawnds for there
to be “direction or guidance in identifving the compositions in guestion as possessing” the
high T¢ property. Thus the Board’s Decision is in contlict with /i re Wandy and is thus
legal error. Applying the above passage to the present application on appeal
“[Appelants™] disclosure provides considerable direction and guidance on how {o

practice their invention [including Subsection IH superconductors] and presents working
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examples. There was a high level of skill 1o the art af the time when the application was
filed, and all of the methods needed to practice the invention were well known.” Since

the Board’s Decision finds to the contrary il is legal ervor.

In re Warnds states:

Although inventions involving microorganisms or other living cells
often can be enabled by a deposit, n14 a deposit 15 not always
necessary to satisfy the enablement requirement. n1S No deposit is
necessary if the biological organisms can be obtained from
readily available sources or derived from readily available
starting materials through routine screening that does not
require undue experimentation. n16 Whether the specification in
an application involving hiving cells (here, hybridomas) is enabled
without a deposit must be decided on the facts of the particular case,
nl7

Inve Wands, 8538 F2d 731 736 (Fed. Cir, 198Ky
{Emphasis added.)

Thus fir re Wands permits an undisclosed species to be found enabled 1f it “can be
obtained from readily available sources or derived trom readily availgble starting
materials through routine screening that does not require undue expernimentation.” There
1s no requirement in /i re Fandds for the “sources or ... starting materials” to be described
in the Specification corresponding to the claims on appeal, it is only required that there be
“readily available” and that what s claimed be “be obtained from readily available
sources or derived from readily available starting matenals through routine screening
that dees not require undue experimentation.” In the present application on appeat
there is no evidence that species (including Subsetion I superconductors) within the
scope of the claims for which the Board’s Dectsion has not revered the Examiners’
rejections cannot be “be obtained from readily available sources or derived from readily
avatiable starting matenials through routine screening that does not require undue
experimentation.”
VI re Wardy states:

Appellants contend that their written specification fully enables the

practice of their claimed invention becaunse the monoclonal antibodies
needed 1o perform the immunoassays can be made from readily
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available starting materials using methods that are well known in the
monoclonal antibody art. Wands states that application of these
methods to make high~-affinity tgM anti-HBsAg antibodies requires
only routine screening, and that does not amount 1o undue
expertmentation, There is no challenge to thetr contention that the
starting materials (L.e., mice, HBsAg antigen, and myeloma cells) are
available to the public. The PTO concedes that the methods used to
prepare hybridomas and to screen them for high-affinity IgM
antibodies against HBsAg were either well known m the monoclonal
antibody art or adeqguately disclosed in the 145 patent and in the
current application.

fyre Wands, 838 F2d 731 736 (Fed, Gir 1888

Applyving this to the present application on appeal “Appeliants contend that their written
specification fully enables the practice of their claimed invention {including Subsection
HI claims] because the [high Te superconductors] .. needed to {practiced the claimed
invention mcluding the Subsection HI claims] .. can be made from readily available
starting materials using methods that are well koown in the {matenals art, in particular
the ceramic fabrication] art. {Appellants] states that application of these methods to make
high-{ Tc superconductors} ... requires only routine screening, and that does not amount
to undue experimentation. There is no challenge to [Appellants’} contention that the
starting matenials [to make high Te superconductors]. .. are available to the public. The
PTO concedes that the methods used to prepare [high Te superconductors] ... to screen
them for {determining if they have a T¢ greater then or equal to 26°K] .. were either wel
known in the {materials, in particular the ceramic fabrication] art or adequately disclosed

inthe ... in the current application.

BY1 page 191-192 notes paragraph 50 of the DST Affidavits (Brief
Attachment AM, AN and AQ) state:

I have personally made many samples of high Tc superconductors
following the teaching of Bednorz and Mueller as found in thewr
patent applications. In making these materials it was not necessary
to use starting materials in stoichiometric proportions to produce a
high T, superconductor with insigmificant secondary phases or
multi-phase compositions, having a superconducting portion and a
non-superconducting portion, where the composite was a high Te
superconductor. Consequently, following the teaching of Bednorz

Appeal No. 2009003320 Page 11 of 46 Serial No.: 08/479.810



and Mueller and principles of ceramic science known prior to their
discovery, I made, and persons of skill in the ceramic arts were
able to make, high T, superconductors without exerting extreme
care 1n preparing the composition. Thus § made and persons of
skill 1n the ceramite arts were able to make high T, superconductors
following the teaching of Bednorz and Mueller, withowt
experimentation beyond what was well known to a person of
ordinary skill in the ceramic arts prior to the discovery by Bednorz
and Mueller,

This is uncontested.

BY1 page 173, paragraph 8, notes paragraph 8 of the DST Affidavits {Buef
Attachment AM, AN and AQ) state:

Once a person of skill 10 the art knows of a specific type of
composition described it the Bednorz-Mueller application which is
superconducting at greater than or equal 10 269K, such a person of
skilt 1n the art, asing the techniques described in the Bednorz-
Mueller application, which includes all principles of ceramic
fabrication known at the time the application was initially filed, can
make the compositions encompassed by the claims of the Bednorz-
Mueller application, without undue experimentation or without
requiring ingenuity bevond that expected of a person of skill in the
art of the fabrication of ceramic materials. This s why the work of
Bednorz and Mueller was reproduced so quickly atter their discovery
and why so much additional work was done 1o this field within a
short period after their discovery. Bednorz and Mueller's discovery
was first reported in Z. Phys. B 64 page 189-193 (1996).

This 1s uncomested.

BD page 38, lines 1 -4 from the hottom states “{tthe prior art of record in this
appeal 1s limited to fabrication of mixed transition metal oxide materials of the type
discussed in subsections L and 1L None of the claims in ths subsection I are himited to
such materials.” This is an error of fact. BV paragraph 12 of pages 174-175 note DST
Affidavits state at paragraph 12

The general principles of ceramic science referred to by Bedunorz and
Mueller 1n their patent application and known to a person of ordinary skl
in the ceramic fabrication art can be found in many books and articles
published before their discovery, priority date (date of filing of their
European Patent Otfice patent application EPQO 0275343 A1, January 23,
1987) and initial US Application filing date (May 22, 1987). An
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exemplary list of hooks describing the general principles of ceramic
tabrication are:

a) Introduction to Ceramics, Kingery et al, Second
Edition, John Wiley & Sons, 1976, in particular pages 5-20,
269-319, 381-447 and 448-513, a copy of which is in
Attachiment B,

b} Polar Dielectrics and Their Applications, Burtoot el
al., University of California Press, 1979, in particular pages

l oy

3-33, a copy of which 1s in Attachment C.

¢} Ceramic Processing Before Firing, Onoda et al.,
John Wiley & Sons, 1978, the entire book, a copy of which
ts in Attachment D

d) Structure, Properties and Preparation of Perovskite-
Type Compounds, F. S, Galasso , Pergamon Press, 1969, in
particular pages 159-186, a copy of which is in Attachment
E.

These references were previously submitted with the
Affidavit of Thomas Shaw submitted December 15, 1998,

BV1 pages 175~176 paragraph 13 notes that paragraph 13 of the DST Affidavits list an
exemplary hist of articles applying the general principles of ceramic fabrication of DST

Affidavit paragraph 12 to the types of materials described i Appellants” Specification.

BV1 page 183 paragraph 31 notes that DST paragraph 31 refers to the book "Structure,
Properties and Preparation of Perovskite-Type Compounds” by F. S. Galasso, published

in 1969, which is Brief Attachment E.

BV1 page 183 paragraph 32 notes that DST paragraph 32 refers to the standard reference
"Landholt-Bomstein®, Volumn 4, "Magnetic and Other Properties of Oxides and Related

Compounds Part A" (1970). (See Brief Attachment N},

BV page 184 paragraphs 33 and 34 notes that DST Paragraph 335 of each DST
AFPIDAVIT reference the standard reference "Landholt-Bomstein, Volume 3, Ferro- and

Antiferroelectric Substances" (1969) (See Brief Attachment P)
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BV1 page 185 paragraph 36 notes that DST paragraph 36 of each DST AFFIDAVIT
refernce the book "Crystal Structures” Volume 4, by Ralph W G Wyckott, Interscience

Publishers, 1960, (See Brief Attachment R}

BV1 page 186-187 paragraph 39 notes that paragraph 39 of each DST AFFIDAVIT

reference the following articles:

(1) Brief Attachment V - "Mixed bismuth oxides with layver lattices”,

B. Aanvillies, Arky Kemi 1, 463, (19506},

(2) Brief Attachment W ~ "Mixed bismuth oxides with layered lattices

. B. Aurivillius, Arkiv Kemi 1, 499, (1950),

{3) Brief Attachment X - "Mixed bismuth oxides with layered lattices
"B Aurivillius, Arkiv Kemi 2, 519, (1951).

4 Brief Attachment Y - "The structure of BisNbOsF and

isomorphous compounds”, B, Aurivillius, Arkiv Kenn §, 39, {1932).

BV page 189 paragraph cites paragraph 45 of each DST AFFIDAVIT which references

Brief Attachment AA the Powder Diffraction File Index.

The prior art references identified m DST Affidavits paragraphs 12, 31, 32, 33,
34,36, 39 and 45, which are of record, are not “linuted to fabrication of mixed transition
metal oxide materials of the type discussed in subsections [ and 17 as states at DB page
38, lines 1 -4 from the bottom which 1s thus an error of fact.

Retuning the Supreme Court’s Minerals Separation v. Hyde decision, the claims
of Minerals Patent include within their scope “ores™ described in the patent, ores know by
athers and not described in the patent, ores not yet discovered and, moreover, would

wclude within their scope an ore type materials that was not naturally occurring, but
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which coudd be made by man.  The Supreme Court states as quoted above in the
Supreme Court Minerals v. Hyde Enablement Statement “[t]he composition of ores varies
infinutely.” The patent applicant was not required to describe the infinite vanation of the
ores in the patent 1o generically claim an ore and for this generic claim to be enabled for
all ores. The only specific description in the Minerals Patent of an ove 1s at Col. 1, lines
10 - 12 which states “[{]his invention relates to improvements in the concentration of ares, the
object being to separate metalliferous matter,. graphite, and the like from gangue by means of
ails, fatty acids,: or other substances which have a preferential affinity for metalliferous matter
over gangue” and at Col. 2, tines 70~ 76, “The following is an example of the application of
this invention to the concentration of a particular ore. An ore containing ferruginous
blende, galens, and gangue consising of quartz, rhodonite, and garet is finely powdered
and mixed with water containing a fraction of one per cent, or up to one per cent, of a
mineral acid or acid salt, conventently sulfuric acid or mine or other waters containing
fervic sulfate” The reason given by the Supreme Court, as quoted above in The Supreme
Court Minerals v. Hvde Enablement Statement, for why the generic clalms covering an
infinite number of species were enabled 15 “[tihe process is one for dealing with a large
class of substances and the range of treatment within the terms of the claims, while
leaving something to the skill of persons applying the mvention, 15 clearly suffictently
definite to guide those skilled in the art to its successful application, as the evidence
abundantly shows. This satisfies the law.™” That there is a large class (infinite in number)
of substances within the scope of the claim that may not be specifically desceribed, and
where the specitication only describes a small number of preferred embodiments, does
not render the claum not enabled. The Supreme Court clearly says “leaving something to
the skill of persons applving the invention is clearly sufficiently definite to guide those
skilled in the art to #s successtul application.” Moreover, there is no certainty that the
claimed method in the Matertals Patent would work for every ore until if was
experimentally determined to work for a particular ore. This did not render the claims
not enabled. 1t is clear that the Supreme Court did not find that 1t was necessary to know
what ores the process worked for in advance since this was experimentally determinable
by techniques known to persons of skill in the art following the teaching in the Minerals

Patent. Thus the patent apphicant of the Minerals Patent was not required to foresee {or
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predict in the sense used by the Board’s Decision of the present application) all species
that came within the scope of the Minerals Patent claims. The same is true of the claims
under appeatl heretn and for which the Board’s Decision has not reversed the Examiner™s
rejections as not enabled. The Board's Decision states in the paragraph brdging pages
28-29, page 27 lines 1-11, in regards to the Subsection IH superconductor materials and

claims:

While Appellants' Specification provides reasonable guidance for the
mixed transition metal oxides discussed previously, there is
imsufficient if anv guidance in the Specification for the other
materials embraced by the claims under review as correctly indicated
by the Examiner {see Ans. 23-24). For example, the Specification
provides 23 pages of disclosure concerning these mixed transition
metal oxides and their constituent elements (1.e., transition metals,
rare earth and rare earth-like elements, and atkaline earths) but does
not provide any disclosure at all of making high temperature
superconductors from any other specifically identified elements. See
Genentech, 108 F.3d at 1366 ("[Wihen there is no disclosure of any
specific starting material or any of the conditions under which a
process can be carried out, undue experimentation is required”).
Under these circumstances, we are unconvinced by Appellants’
argument that the Examiner has failed {0 establish a prima facie case
of non-enablement for the claims discussed in this subsection.

As stated in the Initial Request Appellants note that the Board’s Decision misapplies
Cenentech, The United States Supreme Court in Minerals Separarion v, Hyde found a
claim enabled that included within its scope “composition of ores [that] vartes ifinitely,
each one presenting its special problem”™ (see Minerals Separation v. Hyde Enablement
Statement above) based on Mineral Patent Cal. 2, lines 70 - 76, and description in the
Minerals Patent of an ore at Col. 1, lines 10 ~ 12. Thus & lines were sufficient to enable
a claim the included within its scope “composition of ores [that] varies infinitely, cach
one presenting its special problem.™ Thus the 23 pages of Appellants” Speaification is
sufficient to enable the Subsection HI claims even though as stated by the Supreme Court
in Mineral Separation v Hyde it is obviously impossible to specify in {an Appellants’
Specification] the precise treatment which would be most successful and economical in

each case”™ in making and testing each species that comes with in the scope of Appellants
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Sabsection IH claims. Thus it is not fatal to the enablement of Appellants™ Subsection 11
claims that Appellants Specification = does not provide any disclosure at all of making
high temperature superconductors from any other specifically identified elements™ as
stated 1n the Beards’ Decision in the passage quoted above. It s clear that in Mineral
Separation v. Hyde the United States Supreme Court found that it was not fatal to the
enablement of a claun that included within its scope an infinite number of unspecified
species. The Board's Decision is legal error since it 1s in conflict with the Supreme Court
Deciston in Mineral Separation v, Hyde .and has misapplied the CAFC decision in

Crenentech.

Appellants have provided abundant evidence to show that persons of skill in the
art knows how to make species of materials that can be tested to determine if they have
the high Te property. The Examiner has acknowledged this at page 8 of the Final Action
where the Examiner states:

The Examiner does not deny that the instant application includes "all know
principles of ceramic science”, or that once a person of skill in the art knows
of a specific tvpe of composition which is superconducting at greater than or
equal to 26K, such a person of skill in the art, using the techniques described
in the application, which included all principles of ceramic fabrication
known at the time the application was mitially filed, can make the known
superconductive compositions. The numerous 1,132 declarations, such as
those of Mitzi, Shaw, Dinger and Duncombe, and the Rao article, are
directed to production of know superconductive materials, (Emphasisin the
original)

The Board™s Decision does not rebut this. Itis uncontested that persons of ordinary skill
in the art know how to make and test species that come within the scope of all of
Appellants™ claims { including Subsection 1 ¢laims) to their full scope. There is no
evidence to the contrary. There is no evidence that there i3 a species if high Te
superconductor that cannot be made according to Appeltlants” teaching. This statement
has been referred to in the Brief Volume 4 as the Examiner’s First Enablement Statement.
It is unrebutted that persons of skill in the art know how to test material to determine

whether they have a Te greater than or equal to 26 K.
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1t 1s clear from the Minerals Separation, Lid v, Hyvde Supreme Court decision that
experimental determination of species that come within the scope of a claim satisfies the
enablement requirement. This 1s clear as quoted above in the Supreme Court Minerals v,
Hyde Enablement Statement in which the Supreme Court states “{elqually untenable 15
the claim that the patent is invalid for the reason that the evidence shows that when
ditferent ores are treated preliminary tests must be made to determine the amount of ol
and the extent of agitation necessary in order to obtain the best results. Such vanation of
treatment must be within the scope of the claims, and the certainty which the law requires
1 patents is not greater than 1s reasonable, having regard to their subject-matter.” R is
clear from the evidence presented by Appelants that persons of skill 1o the art know how
to make matenials and test them for the high Te property. With regard to this subject
matter, what the Board’s Decision 1s requinag in the present application 1s unreasonable
and beyond “the certainty which the faw requires in patents.” It 1s clear form the
Sapreme Court decision 1o Minerals Separation, Lid. v, Hyee, 242 1.8, 261 that it is not
necessary for the patent applicant to know in advance what materials (“ores™ in the
Minerals Separation Patent) the claimed process is applicable (o and what the value of
parameters {amount or oif and degree of agitation) are in advance. It is thus not necessary
for a patent applicant to provide a “disclosure of .. specific starting materials and
...conditions under which a process can be carried owt” for every specigs that comes
within the scope of Subsection Il claims as the Board’s Decision is requiring. This is an
error of faw. They can be experimentally determined. That the applicant had no theory
to predict these parameters in advance of making these experimental measurements does
not render the claims not enabled. As stated in the Brief Volume 1 the contemporary
term of “predictable and unpredictable arts”™ in patent decisions does not mean
“theoretical predictability”™ and does mean determinable by theory or experiment. In
Minerals Separation, Lid v. Hyde, 242 U8, 261determingbility is provided by
experiment. The Supreme Court says this “is clearly sufficiently definite to gwde those
skilled in the art to its successful application. ... This satisfies the law.™ Following the
Supreme Court Minerals v. Hyde Enablement Statement Applicants’ teaching “satisfies

(XS

the law.
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The Board’s Decision improperly apphes this quote from Genenfech, 108 F.3d at
1366 “[Wihen there is no disclosure of any specific starting material or any of the
conditions under which a process can be carried out, undue experimentation s required.”
Under these circumstances, we are unconvinced by Appellants’ argument that the
Examiner has failed o establish a prima facie case of non-enablement for the claims
discussed in this subsection.” Creneniech applies this language to the situation where
there is no species that comes within the scope of the claim that is enabled.. The 23
pages of Appellants’ Specification that the Board’s Deciston says are limited to
Subsection I and I species are species that come within the scope of the Subsection I
claims.. . There were no such species in Genentech. Thus the Board’s application of this
language from CGenentech 1s an error of law.

In Genentech the CAFC states in regards to the claim under review identifying the
“novel aspect” of this claim in comparison to of an earlier filed application stating “[tihis
claim differs from the claim adjudicated 1o prior case in reciting that the encoded protein
[recited in the claim under review] has an additional amino acid sequence and includes
the step of cleaving this conjugate protein. This process of expressing a DNA encoding a
conjugate protein and using an enzyme o cleave off an undesired portion of that protein

is generally known as cleavable fusion expression, " Qensntech, lne v Nove Movdisk

ASS I8 F 30 1361 1303 (Fed G 1997 Thus the CAFC has specifically identified

what 1t considered to be the “novel aspect” of the claim in Genentech. In the Initial
Request for Rehearing Appellants noted that the Board™s Decision does not identify what
the Board counsiders to be the “novel aspect” of the Subsection 1T clanms of the present
Application. The CAFC further states in Geneniech

While every aspect of a generic claim certainly need not have been carried
out by an inventor, or exemplified in the specification, reasonable detail
must be provided in order to enable members of the public to understand
and carry out the invention. That requirement has not been met (o this
specification with respect to the cleavable fusion expr‘e%qu‘m of hGH.
Generdech. oo, v, Move Novdisk A8 108 Fad 1381 1368 (Fed, Ol
19973

The CAFC here is explicitly stating that. “every aspect of a generic claim certainly need

not have been carried out by an inventor, or exemplified in the specification”

(Emphasis added.) The CAFC further states “[tThat requirement has not been met in this
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spectfication with respect to the cleavable fusion expression of hGH.” that 15 with respect

to the “novel aspect” of the Genentech claim. The CAFC further states

It is true. .. that .a specification need not disclose. what is well known in
the art. . However, when there 13 no disclosure of any specific starting
material or of any of the conditions under which a process can be carried
out, undue experimentation is required; there is a fallure to meet the
enablement requivement that cannot be rectified by asserting that all the
disclosure related to the process is within the skill of the art. |t is the
specification, not the knowledge of one skilled in the art, that must supply
the novel aspects of an invention in order to constitute adequate
enablement.

Crenentech, Ing v, Nove Nordisk A/S 10R F 3d 1361, 1366 {Fed . {ir,

I
Ry

R,

In this quoted language the CAFC is referring to the “novel aspeet”™ which in the CAFC
made clear in vegards to the Genenfech claim s “cleavable fusion expression of hGH..”
The CAFC is stating when no example is provided of how to achieve “cleavable fusion
expression of hGH..” undue experimentation 1s required 1f as later discussed in
CGenentech the experimentation to determine how 1o achieve “cleavable fusion expression
of hGH™ is not only routine experimentation.  In the passage quoted above the CAFC
states “when there 1s no disclosure of any specific starting material or of any of the
conditions under which a process can be carried out, undue experimentation is required”
{Emphasis added.) By the use of the words “a process”™ it is clear indication that the
CAFC is referring here to the fact that the Genenfech specitication provided no example
of how to practice “cleavable fusion expression of hGH.” This 1s not true for the
Subsection IH claims of the present Specitfication on appeal since the 23 pages referred to
by the Board’s Decision listing Appellants” specific emboduments are species that come
within the scope of all the Subsection I claim tor which the Board’s Decision did not
reverse the Examiners rejections. This 1s clearly stated by the CAFC “the specification
for the [the Genentech patent] does not provide a specific enabling disclosure concerning
what the new claim recites, viz., obtaining hGH by cleaving an bGH-containing

conjugate protein {that is the “novel aspect”].” Genentech, Ine v Nove Nowhsk AN, 188

FI3d 1301 1566 (FPed. Ui 1997) And, it stands to reason that if the disclosure of a
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useful conjugate protein and the method for its cleavage were so clearly within the skill
of the art, 1t would have been expressly disclosed in the specification, and in the usual

detail” Genentech, Inc. v, Novo Kordisk A5, 108 F 34 1361 1367 (Fed. Civ, 19973 The

CAFC further states “the description of a wide range of enzymes in Methods in
Enzymology, by itself, does not render routine the determination of an enzyme-conjugate

pm'tein combination.” Geuentech, Ine. v, Novo Mordisk &S, 108 F ad 1361, 1367 (Fed,

protein and using an enzyme to cleave off an undesired portion of that -pmtein is

generally known as cleavable fusion expression. “Genentech dug v, MNove Nordisk &8

TOR B 3 1361, 1363 {Fed Cir. 1997y Thus the CAFC 1s staling either expressly or at lest

by unplication that if the “the determination of an enzyme-conjugate protein
combination” aas a matter of routine experimentation, the Genenfech claim would have
been found enabled, even though there was no specific examples of this described 1 the

Crenentech specification,

The CAFC subsequently made this point clear in AK Steel Corp. v, Soflac commenting
on Genenfech stating:

as part of the guid pro quo of the patent bargain, the applicant's
specification must enable one of ordinary skill in the art to practice
the full scope of the claimed invention. Wright, 999 F.2d at 1561,
That is not to say that the specification itself must necessarily
deseribe how to make and use every possible variant of the
claimed invention, for the artisan’s knowledge of the prior art
and routine experimentation can often fill gaps, interpolate
between embadiments, and perhaps even extrapolate beyond
the disclosed embeodiments, depending upon the predictability
of the art, See Genentech, Ine. v. Nove Nerdisk A/S, 108 F.3d
1361, 1360 (Fed. Cir. 1997) ("[A] specification need not disclose
what 13 well known in the art."); see also Wands, 858 F.2d at 736-
37 ("Enablement 15 not precluded by some expenmentation, such
as routine screemng.” ).

AK Mesl Corp. v, Sollac, 344 ¥.3d 1234, 1244 (Fed L1 2000
{Emphasis added.™

There 1s no evidence m the present application on appeal that a species having the high

Te property cannot be made and tested following Appellants’ teaching, which is, for
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example, by routine screening, in particular in regards to those claims which explicitly
recite that the superconductive element can be made by know principles of ceramic
science. Nothing more that what Appellant’s teach 1s needed to “extrapolate beyond the
disclosed embodiments™ in Appellants Specification  Thus when the Board” Decision
states at BD paragraph bridging page 29-30 quoting Genentech.

Appellants’ arguments and evidence that these claims are
enabled inappropriately rely on the knowledge and skill of
the artisan, whereas "[i]t 15 the Specification, not the
knowledge of one skilled in the art, that must supply the
novel aspects of an invention in order to constitute adequate
enablement®. Generfech, 108 F.3d at 1366,
the Board is misapplying Genentech which results in errors of law. The Board’s Decision

provides no evidence that more than routine experimentation is needed to make and test
species corresponding 1o Subsection HI claims ontside the scope of what the Board’s
Decision has tound enabled. The only other species referred to by the Total Final
Rejection, Examiner’'s Answer or the Board’s Decisions is MgB; referred {0 in the
Schuller article. As noted in the first Aflidavit of Newns (BV1 paragraph 19 page 201}
this material is layered an attribute taught in Appellants” specification, is made following
Appellanis’ teaching and was made more than 30 vears before Appellants” discovery
{RB3 page 2, lines 4-9) and is tested by methods known since 1911 (BV] Paragraph 11
page 198} Also, MgB21s coroposed of Mg and B both of which are constituents of
known superconductors with a Te less than 26 degrees Kelvin, (RB2, page 4. line 1, to
page 3, last ine) Thus determining that MgBa is a tlugh Te superconductor s routine

screening and is enabled by Appellants” teaching.

s {Geonendech, Ine. v, Move Nordisk A78, 108
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Further, we do not agree with Appellants that the mere capability
to make and test compositions encompassed by the claims under
review satisfies the enablement requirement. Rather, enablement
requires the Specification to teach those skilled in the art how to
make and use the full scope of the claimed invention without undue
experimentation wherein it is the Specification, not the knowledge
of one skilled 1 the art, that must supply the novel aspects of an
mvention in order to constitute adequate enablement. Genentech,
108 F 3d at 1365-1366.

the specitication need not necessarily describe how to make and use
every embodiment of the invention "because the artisan's knowledge of
the prior art and routine experimentation can often fill 1o the gaps.”
Ligbel-Flarsheim Co v, Medrad, Ing, 481 F3d 1371, 1380 (Fed Cir,
2007

RAScAaian 3

Thus contrary to what the Board’s Decision states in the paragraph quoted above

form BD g

s “that ... does not require ingenuity beyond that to be expected of one

of ordinary skill in the art’™

¢ “the artisan's knowledge of the prior ant and rontine
experimentation can ... fill in the gaps™ {Liebel Supra}

w making and testing species that come within the scope of the Subsection I

claims outside the scope of what the Board’s Decision states is enabled, in

particular in regard to those claims which explicitly recite that the superconductor

element can be made by know principles of ceramic science. The Board's
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Decision bas not made out a prima facie case of lack of enablement of the
Subsection I claims since it has given no reason to doubt that persons of skill in
the art can make and test Subsection {1 superconductors outside the scope of
what the Board's Decision has found enabled. Thus the burden has not shifted to
Appellants to rebut the Board’s Decision that the Subsection HI claims are not

enabled. See BV1 page 16, lres 9-31, which state

As a matter of Patent Office practice, then, a specification disclosure
which contains a teaching of the manner and process of making and
using the invention in terms which correspond in scope to those used

in describing and defining the subject matter sought to be patented

muist be taken as in compliance with the enabling requirement of the

first paragraph of §112 urfess there is reason to doubt the objective

truth of the statements contamed therein which must be relied on for
enabling support.

In re Marzocchi, 38 CCPA 1069, 439 F. 24 220, 169 USPQ 367, 369-370

(1971)

The Board’s Decision has created a non-gxistent per se rule of lack of enablement
from the Genentech decision that stands for the proposition that even if there are
enabled species that come withan the scope of a claim under examination, the
claim s not enabled, if the claum includes within is scope species for which the
specification does not explicitly describe starting materials and starting
conditions, even if those undisclosed staring materials and starting conditions can
be determiined by routing experimentation by persons of ordinary skill in the art
from what 1s known to them to make such other species. Genenfech announced
no such per se rule. This cannot be a correct statement of the law since it is well
settled faw that all species that come with in the scope of a claim do not have to
be foreseen or known in advance for that claim o be enabled. The use and
application of Generfech by the Board to ¢reate the Board's created per se rule to
find the Subsection HI claims not enabled is an error of law.

fin Aute Techs Il Ine v, BMW of N Am Ine

SO FE3d 1274 (Fed, Cir, 20073 (477 in regards to the means plus function

element “means responsive to the motion of said mass upon acceleration of said
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housing in excess of a predetermined threshold value, for initiating an occupant
protection apparatus.” id at 1277 which was construed at the insistence of the
patent owner so that “corresponding structure included not only mechanical
switch assemblies, but also electronic switch assemblies, as identified in the

24

specification” (Id at, 1278) that are directed to side tmpact sensors. The “new
aspect “of this invention was this means element. The specification had extensive
description of mechanical structure corresponding to this means element but only
a vague description and conceptual view corresponding to the electronic means.
“The specitication even states that Figure 11 is a “conceptual view” of an
electronic sensor.” Id at 1283, There was no working example of an electronie

sensor. Id at 1280

SRS

Auto-Feohe- It ne-BMW- o N-Ame-Toe S0 F 3418741370 (Fed - i
20673

The CAFC states in 417

Moreover, the specification [of the ATI patent] states that “Side
impact sensing ts a new field. The only prior art in the literature
utilizes a crush sensing switch as a discriminating sensor to detect a
side crash.™ 253 patent, col. 8 1. 45-47. In fact, ATI stated that at the
time it filed the application for the 253 patent, it did not know of any
electronic sensors used to sense side impact crashes. Given that side
impact sensing was a new field and that there were no electronic
sensors in existence that would detect side impact crashes, it was
especially important for the specification to discuss how an
electrome sensor would operate to detect side impacts and to provide
details of 1ts construction. As was the case in Genentech, the
specification provides "only a starting point, a direction for further
research” on using electronic sensors for sensing side unpact
crashes; 1t does not provide guidance to a person of ordinary skill 1o
the art on how to make or use an electronic side impact sensor. 108
F.3d at 1366, The specification fails to provide "reasonable detai]"
suffictent to enable use of electronic side impact sensors. 1d,
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Agto Techs Intl fnc v BMW of N Am ., Ing, 501 F 34 1274,
ARG (Fed Ll 2007

Appellants note the CAFC in A 77 identifies what the “new aspect” was of the

invention ynder review. In contradistinction, the Board’s Decision has not

24

identified what the Board considers the “new aspect” of Appellants invention. As

stated above Appeliants have said that it is not the method of making or testing a
superconductive element to determine it it is a high T superconductor, but is
their discovery that there are materials with a T¢ greater than or equal 1o 26
degrees Kelvin, Moreover, in the present application on appeal there is no
evidence that anything other than Appellants’ teaching 1s needed to make species
within the scope of the Subsection 1l claims outside of what the Board's Decision
has founded enabled.

The CAFC further states in 477

Disclosure of only mechanical side impact sensors does not
permit one skilled in the art to make and use the invention as
broadly as it was claimed, which 1ncludes electronic side
tmpact sensors. Electronic side impact sensors are not just
another known species of a genus consisting of sensors, but are
a distinctly different sensor compared with the well-enabled
mechanical side impact sensor that is fully discussed in the
specification. Thus, in order to fulfill the enablement
requirement, the specitication must enable the full scope of the
claims that includes both electronic and mechanical side impact
sensors, which the specification fails to do.

Auto, Techs, Int'l Ing v, BMW of WU Am, Ing, SO1 F 34
1273 1288 (Fed Qi 2087

There is no reason given by the Board’s Decision to doubt that persons of skill in
the art can make superconductive elements that come within the scope of the
Subsection 1H claims and outside the scope of what the Board™s Decision
indicates is enabled. As stated above, the only such species specifically identified
in the Board’s Decision is MgB: which, as stated above, is tavered as taught by
Appellants Specification, 1s made in the same way as taught by Appeliants’
Specification, was made more than 30 years before Appellants’ discovery, its

constituent Mg 1s explicitly taught in Appeliants Specification and both
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constituents Mg and B are constituents of superconductors know prior to
Appellants’ discovery. Thus uniike the situation in A 77, MgB: is not distinetly
different than what Appellants teach tn their Specification. The Board’s Decision
identifies no species that come within the scope of the Subsection I claims
outside the scope of what the Board’s Decision considers enabled that is distinctly
different from what the Board’s Decision considers enabled.

A means plus function element has the unigque featore of linking structures
that are unrelated except for the function they provide. Thus a means for flowing
a current can link a water pipe and an electric wire. If this were not the “new
aspect” of the claim, under 477 specific detail would not be needed for each since
persons of skill 1 the art would know how to make each, but if this is the “new
aspect” specific detail is needed for each since a teaching of how to make one
does not teach a person of skill in the art how to make the other. This is not the
situation of the present application on appeal.  Thus 477 and Generntech do not
support the Board's Decision in regards to Subsection 11T claims, but support
Appellanis® position that these claims are enabled.

I ve Angstads, 337 F.2d 498 (BV1 page 12, lines1 1-17) cites Fields v,

Conover which staies

a disclosure complies with the how-to-make requirement of 33 USC 112
even though "some experimentation, provided it is not an undae
amount” (and provided that it does not require ingenuity beyond that to
be expected of one of ordinary skill in the art), is still required to adapt
the mvention to particular settings.

Frelds v Conover, SRCLPA LIRS JAT2 L L P ALY

In the present application on appeal in regards to Subsection HI claims there is no
evidence that “ingenuity bevond that to be expected of one of ordinary skill in the
art” is required to practice these claims outside of the scope of what the Board’s
Decision has found enabled. It “a disclosure complies with the how-to-make
requirement of 33 USC 112 even though "some experimentation. .. is still
required 1o adapt the invention to particular settings™ then it cannot be necessary
for the Speaitication to supply all starting materials and conditions as required by

the Board’s Decision. As shown above Genentech only vequires this for the
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“novel aspect” of an invention that cannot be carried out by only routine
experimentation. Thus even though Genentech states it is the Specification, not
the knowledge of one skilled in the art that must supply the novel aspects of an
mnvention in order to constitute adequate enablement.” Genenrech, 108 F.3d at
1365-1366 this is directed to the “novel aspect™ as described above, As
explained above Genentech and In re Wands when properly construed state if
the “novel aspect” can be determined by routine experimentation, then the
knowledge of one skilled in the art and not the specification can supply “the novel
aspects of an invention in order to constitute adequate enablement”. There is no
evidence that to make and {est superconductor species for Subsection Il claims
out side of the scope of what the Board has stated 1s enabled requires more than
routine experimentation or “ingemuty bevond that to be expected of one of
ordinary skill in the art.”

As stated in the affidavits of Dy, Dinger (Briet Attachment Al), Dr. Tsuer (Brief
Attachment AJ), Dr. Shaw (Brief Attachment AK), Mr. Duncombe (Brief Attachment
AL}, Dr. Mitzi (Briet Attachment AH) and in the DST AFFIDAVITS (Brief
Attachments AM, AN and AQ} to make the high temperature superconductors
encompassed by Appheants” claims, using the teaching of the present invention would
not require ngenuily beyvond that expected of one of ordinary skill in the art. This is
unrebutted by the Board™ Decision (See BV page 12, lines 3~-11 from the bottom.”
Paragraph § of each DST AFFIDAVIT states that “once a person of skill 1n the art knows
of a specific type of composition described 1n the Bednorz-Mueller application which is
superconducting at greater than or equal to 26°K, such a person of skill in the art, using
the techniques described in the Bednorz-Mueller application, which includes all
principles of ceramic fabrication known at the time the application was initially filed, can
make the compaositions encompassed by the claims of the Bednorz-Mueller applhication,
without undue experimentation or without requiring ingenuity beyond that expected of a
person of skill in the art of the fabrication of ceramic materials. {See BV page 173

paragraph 8.) This is uncontested by the Board’s Decision.
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The CCPA 10 linre Angstadt, 337 F.2d 498, 503 (C.CP. A 1976) 190 USPQ 214
commenting on the dissent states:
The dissent’s reliance on In re Rainer, 54 CCPA 14435, 377 F .2d 1006,
153 USPQ 802 (1967), is misplaced. If Rainer stands for the
proposition that the disclosure must provide "guidance which will
enable one skilled in the art to determine, with reasonable cerainty
before performing the reaction, whether the claimed product will be
obtamed" (emphasis i original), as the dissent clanms, then all
"experimentation” is "undue,” since the term "experimentation”
mmplies that the success of the particular getivity 1s uncertain, Such a
proposition is contrary to the basic policy of the Patent Act, which is to
encourage disclosure of inventions and thereby to promote progress in
the usetul arts.

In the present application the Board’s Decision (proposition} is requiring what the CCPA
states s not required and “{s]uch a proposition is contrary to the basic policy of the Patent
Act, which is to encourage disclosure of inventions and thereby to promote progress in
the useful arts.” The certainty that the Board™s Decision is requiring is bevond what the

Supreme Court requires and what the Patent Act requires,

The CCPA applies the Sepreme Court Minerals v. Hyde Enablement Statement in

InreBosy, S3CCPA 1231 12341235 (C. L P A 1966 149 USP.Q. (BNA) 789

stating:

’I‘he @Ll'p;'e'me C"ouﬁ: set out some wuideiines with reference to The

N LY

manner as mii mable one ot or dmaz y sklll n the m‘t to m.akc 1t n
Minerals Separation, Ltd. v. Hyde, 242 U.S. 261 (1929}, at 270-
271: {Stating the Supreme Cowrt Minerals v. Hyde Enablement
statement quoted above. ]

The CCPA alsoc
COPA 508 IS08{CCPA 196140 US PQ {BNA) 09 and states “The certainty

required in patents i3 not greater than that which is reasonable, having regard 1o the
subject matter involved. Minerals Separation, Ltd. v. Hyde, 242 U.8. 2617 Inre Hudson,

40 C O P A 1036 1040 (C U P A 18583}
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The CAFC adopted the Supreme Court Minerals v. Hyde Frablement Statement
in W.L. Gore & Associates, Inc. v. Garlock, Ing., stating:

The district court invabidated both patents for indefiniteness because of
its view that some “trial and error” would be needed to determine the
“lower limits" of stretch rate above 10% per second at various
teraperatores above 35 degrees C. That was error. Assuming some
experimentation were needed, a patent is not invalid because of a
need for experimentation. Minerals Separation, Lud. v. Hyde, 242
LS. 261, 270-71, 61 L. Ed. 286, 37 8. Ct. 82 (1916). A patent is
invalid only when those skilled in the art are required to engage in
undue experimentation {o practice the invention. In re Angstadt,
537 F.2d 498, 503-04, 190 USPQ 214, 218 (CCPA 1976). There was
no evidence and the court made no finding that undue experimentation
was required.

W.L. Gore & Associates, Ine. v, Garlock, Inc, 721 F 2d 1540, 1557
(Fed Cir 1983)220 ULS.P.Q. (BNA) 303 (1983) (Emphasis added.)

The Boards’ reasons for finding Appellants™ Subsection HI™ ¢laims not enabled
are inconsistent with the Supreme Court decision in Minerals Separation, Lid. v. Hvde.
For example, the following considers specifically identified reasons given n the Board’s
Decision: in applying the eight /i re Wands factors to the Subsection HE claims &

L At BD page 36, lines 12-13, in regarcds to Hemds Factor 1 —quantity of
experimentation necessary- the Board’s Decision states “ftlhere is no
meaningfid himit to the quantity of experimentation required by the claims
in this subsection.” In Afineral Separation v. Hyde (see the Mineral
Separation v, Hyde Enablement Statement) the claim under consideration
the included within its scope “composition of ores [that] varies infinitely,
each one presenting its special problem.” Thus a claim for which
““[tihere 15 no meaningful imit to the quantity of experimentation
required™ is not fatal to the enablement of the claim.

H. At BD page 37, lines 2-13, in regards to Handy Factor 2 - the amount of
direction or guidance presented- the Board’s Decision states " Appellants'
Specification gives no direction or guidance for making and using any
high temperature superconductor material other than the mixed transition
metal oxides discussed in subsections Tand 1. ... Second, the

Specification disclosure concerning known principles of ceramic science
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relates to direction provided by the prior art, not by Appeliants. Therefore,
Factor {2 also evinces non-enablement.”
a. 1t is the Supreme Court’s position i Minerals Separafion,
Lid. v. Hyde that such g position is untenable. The court states in
The Supreme Court Minerals v. Hyde Enablement Statement
quoted above “[e]qually untenable is the claim that the patent is
invalid for the reason that the evidence shows that when different
ores are treated preliminary tests must be made to determine the
amount of ot and the extent of agitation necessary in order 1o
obtain the best results.™ Thas to satisty enablement Appellants'
Specification does not have 1o give explicit direction or guidance
for making and using every any high temperatore superconductor
material other than the mixed transition metal oxides discussed in
Subsections | and 11 where persons of skill in the art know how to
make and test Subsection 111 superconductors (including those
within and without of the scope of what the Board’s Deciston has
tound enabled) by routine methods. And the Specification
disclosure concerning known principles of ceramic science that
relates to direction provided by the prior art and not explicitly by
Appellants is sufficient to establish enablement
HL At BD page 37, lines 14-24, in regards to Wandy Factor 3 -the presence or

absence of working examples- the Boards™ Decision states “{t]he

Specification contains no working examples at all of high temperature

superconductors other than mixed transition oxide materials, and none of

ax

the claims vnder consideration are himited to such matenals.”™  Ag stated
above the United States Supreme Court in Minerals Separation v. Hyde
found a claim enabled that included within its scope “compaosition of ores
[that] varies infinitely, each one presenting its special problem™ {see
Minerals Separation v. Hyde Enablement Statement above) based on
Mineral Patent Col. 2, fines 70 - 76, and description in the Minerals Patent

of an ore at Cob. 1, hines 10~ 12, Thus 8 lines were sutficient to enable a
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claim the included within its scope “composition of ores {that] varies
wnfinitely, each one presenting its special problem.”

a. Itis the Supreme Court’s positton in Minerals Separation, Lid. v,
Hyde that such a position 1s untenable where it is experimentally
determinable which material exhibits superconductivity. The court
states 1 The Supreme Court Minerals v. Hyde Enablement
Statement quoted above “[t]he composition of ores varies
infinitely, each one presenting its special problem, and it is
obviously tmpossible to specify in a patent the precise treatment
which would be most successful and economical in each case.”

IV, At BD page 38, lines 2-16, in regards to Wands Factor 4 -the nature of the
mvention - the Boards Deciston states © With respect to this factor,
Appellants state “[tihe invention is easily practiced by a person of skill in
the art” (App. Br., vol. 1, p. 126). We do not see the relevance of this
statement to the factor under review. Furthermore, for reasons explained
above, the arguments and evidence of record do not support the
proposition that the full scope of the invention defined by the claims of
this subsection "is easily practiced by a person of skill in the art”

a. It1s the Supreme Cowrt’s position in Minerals Separation, Ltd. v.
Hyde that such a position is untenable where it is experimentally
determinable which material exhibits superconductivity. The court
states in The Supreme Court Minerals v. Hyde Enablement
Statervent quoted above “[t]be composition of ores varies
infinitely, each one presenting its special problem, and it 1s
obviously impossible to specify in a patent the precise treatment
which would be most successful and econonical in each case.”
Appellants” statement that "[{t}he invention is easily practiced by a
person of skill in the art” (App. Br., vol. 1, p. 126} is not
contradicted. There is no evidence that Appellant’s invention of
the Subsection {1 claims outside the scope of what the Board’s

Decision considers enabled is not easily practiced by a person of
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skill in the art. The only species identified in the Board™s Decision
is MgB; identified in the Schuller Article. As noted above MgBais
tayered (BV1 page 203, lines 11-13), a property specifically
identified by Appellant’s Specifications, 1s made by the same
procedures explicitly taught by Appellants’ Specification (BV1
page 201 paragraph 19), was made more than 30 years before
Appellants discovery (RB3 page 2, lines 4-9) and Mg is explicitly
taught by Appellants” Specification as a constituent of as a
constituent high T superconductors (BY1 page 208 last 3 hnes
states “Applicants’ specification explicitly teaches high Te
compositions containing Mg, Mg s an alkaline earth element. See
Brief Volume 2 for details at page 138-139.7) and that both Mg
and B are constituents of superconductors having a Te less than 26
degrees Kelvin (RB2, page 4, fine 8 to page ¢, line 4) .

V. At BD page 38, linel7 to page 39, line 2, in regards to Wandy Factor 5=
the state of the prior art- the Board’s Decision states. “{blased on the
record before us, there is no prior art relating to high temperature
superconductors of the type [Subsection H1} defined by the claims ander
consideration.” This is an ercor of fact since MgB» was made more than
30 vears before Appellants discovery {RB3 page 2, lines 4-9) and 1s a high
temperature superconductor.

a. Itis the Supreme Court’s position in Minerals Separation, Lid. v.
Hyde that such a position is untenable where it 1s experimentally
determinable which material exhibits superconductivity. The court
states m The Supreme Court Minerals . Hyde Enablement
Statement quoted above “[tlhe composition of ores varies
infinitely, each one presenting ifs special problem, and it is
obvicusly impossible to specify in a patent the precise treatment
which would be most successtul and economical in each case.”
The Supreme Court clearly says “leaving something to the skill of

persons applying the invention is clearly satficiently definite to
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guide those skifled 1o the art to 1ts successful application.”
Moreover, there is no certainty that the claimed method in the
Materials Patent would work for every ore until it was
experimentally determined to work for a particular ore. This did
not render the claims not enabled. It is clear that the Supreme
Cowrt did not find that it was necessary to know what ores the
process worked for in advance since this was experimentally
determinable by techniques known to persons of skill in the art
following the teaching 1n the Minerals Patent. Thus the patent
applicant of the Minerals Patent was not required to foresee {or
predict in the sense used by the Board’s Decision of the present
application) all species that came within the scope of the Minerals
Patent claims. The same is true of the claims under appeal herein
and for which the Board’s Decision has not reversed the
Examiner’s rejections not enabled.

VI At BD page 39, linel3 to page 40, line S, in regards to Hards Factor 6-
the relative skill in the art-in the art, the Board's Decision agrees with
Appellants

VI At BD page 40, lines 6~13 to page 40, line 5, in regards to Wands Factor
7~ the predictability or unpredictability of the art — the Boards™ Decision
states “we consider the high temperature superconductor art to be
unpredictable and disagree with Appellants' contrary view (App. Br., vol,
1, p 127) This is especially so with respeet to the claims under
consideration {Subsection 1] since Appellants' Specification provides no
direction or guidance for making the claimed high temperature
superconductors other than the mixed transition metal oxides previously
discussed.”

a. Itis the Supreme Court’s position in Minerals Separation, Ltd. v,
Hyde that such a position is untenable where it is experimentally
determinable which material exhibits superconductivity. The court

states in The Supreme Court Minerals v. Hyde Enablement
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Statervent quoted above “[t]be composition of ores varies
infinitely, each one presenting its special problem, and it is
obviously impossible to specify in a patent the precise treatment

which would be most successful and economical in each case.”

b, Preliminarly, that the art of making high T¢ maternials is complex
does not necessarily render generic claims not enabled since the
skill of persons in this art {s high. Thus the complexity is within
the skall of the art. The Board’s statement that the high Te art 1s
unpredictable 1s untenable in view of the Supreme Cowt’s position
in Minerals Separation, Ltd. v, Hyde that “[tlhe process is one tor
dealing with a large class of substances and the range of treatment
within the terms of the claims, while leaving something to the skill
of persons applying the invention, is clearly sufficiently definite to
guide those skilled in the art to its successful application, as the
evidence abundantly shows.”™ Since the Board’s Decision does not
dispute that species within the scope of the Subsection UI claims
and outside the scope of what the Board’s Decision has found
enabled can be made be made by what is know to persons of skl
in the art, the Board’s Decision has acknowledges that persons of
skill in the art know how to make materials within the scope of
Appellants rejected Subsection TH claims and since it is unrebutied
that they know how to test these materials for the high 't property,
Appellants” teaching “is clearly sufficiently definite to guide those
skilled 1n the art to 118 successful application, as the evidence
{submitted by Appellants] abundantly shows™

¢. The Board’s Decision states with respect to the Subsection Il
claims “Appeliants’ Specification provides no direction or
guidance for making the claimed high temperature
superconductors other than the mixed transition metal oxides

previously diseussed.” It s the Supreme Court’s position in
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Minerals Separation, Ltd. v. Hyde that such a position 1s untenable
where it 18 experimentally determinable which material exhibits
superconductivity. As noted above the patent al issue in the
Minerals Separation, Ltd. v. Hyde dispute described only a small
number of examples but as noted in the Supreme Court Minerals v,
Hyde Enablement Statement quoted above “[{}he compeosition of
ores varies infinitely, each one presenting its special problem, and
it is obviously impossible to specify in a patent the precise
treatment which would be most successful and economical in each
case. The process s one for dealing with a large class of
substances and the range of treatment within the terms of the
claims, while leaving something to the skill of persons applying
the invention, is clearly sufficiently definite to guide those skilied
in the art to is successtul apphication, as the evidence abundantly
shows.”™ Thus the Supreme Court found enabled claims covering a
composition that “varies inflinitely” based on a description that
describes a few examples where, as in the present application, it
was within the skill of the art to apply the invention to other
species 1o that infinite variety.

VL At BD page 40, lines 14=page 41, line 7, in regards to Wands Factor 78 -
the breath of the claims states “{w]e have already explained that the claims
in this subsection encompass broadly claimed high temperature
superconductors such as oxides (claim 12) and compositions {claim 88)
whose scope far exceeds the mixed transition metal oxides of subsections |
and H." As stated above in Minerals Separation v. Hyde the Supreme
Court found claims enabled containing an infintte number of species based
on eight lines of specifically described species. Thus a claim of very
broad scope is not enabled because there are a small number of
specifically described species... The Boards™ Decision states Appellants’
Specification has 23 pages of described species which is far more than the

eight lines 11 the Materials Separation patent. The Board’s Decision
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further states at page 41, lines 1°-7, “{als discussed above, Appeliants'
arguments and evidence of record have little if any value establishing that
an artisan would have reasonably believed that Appeltants® high
temiperature superconductivity success with mixed transition nietal oxides
could be extrapolated with a reasonable expectation of success to the other
matertals encompassed by the claims of this subsection.” As shown above
a person of or diary skill in the art has a reasonable expectation of success
in making and testing, materials to determine if they are high temperature
superconductors, This 1s not contested by the Board’s Decision. This is
all that the Supreme Court requires 1w Minerals Separation. Hyde. when 1t
states “the certainty which the law requires i patents 1s not greater than is
reasonable, having regard to their subject-matter.”
When the eight In re Wands factors are area applied to the Subsection 11
claims and considered in light of the Supreme Courts™ decision Minerals
Separation v. Hyde, which it must, these eight factors militate in favor of the
Subsection HI claims being enabled in direct contradiction of the Board's

Decision. Thus the Board’s Decision is an ervor of law.

It is thus clear following the Supreme Court decision in Minerals Separation, Ltd,
v. Hyde, 242 U.S. 261 that all of Applicants’ claims are enabled and Applicants request

that the Board reverse the rejections for fack of enablement,

BY1 paragraph bridging 230-23 1, states:

The reason given by the Supreme Court, as quoted above in The Supreme
Court Minerals v. Hyde Enablement Statement, for why the generic claims
covering an mfimte number of species were enabled is “{tlhe process 18 one
for dealing with a large class of substances and the range of treatment within
the terms of the claims, while leaving something to the skifl of persons
applying the invention, is clearly sufficiently definite to guide those skitled
in the art to its successful application, as the evidence abundantly shows.
This satisfies the law.” That there 15 a large class (infinite 1 number) of
substances within the scope of the claim that may not be specifically
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described, and where the specification only describes a small number of
preferred embodiments, does not render the claim not enabled. The Supreme
Court clearly says “leaving something to the skill of persouns applying the
invention is clearly sufficiently definite to guide those skilled in the art to ifs
successful application.” Moreover, there is no certainty that the claimed
method in the Materials Patent would work for every ore until it was
experimentatly determined to work for g particular ore. This did not render
the claims not enabled. It is clear that the Supreme Court did not find that it
was necessary to know what ores the process worked tor in advance since
this was experimentally determinable by technigques known to persons of
skill in the art following the teaching in the Minerals Patent. Thus the patent
applicant of the Minerals Patent was not required to foresee {or predict in
the sense used by the Examiner of the present application) all species that
came within the scope of the Minerals Patent claims. The same is true of the
claims under appeal herein and rejected as not enabled.

This is uncomtested by the Board™s Decision

Applicants have shown that persons of ordinary skill in the art as of Applicants discovery
can practice Applicants’ claims to their full scope and if is Applicants” understanding of

the Examiner’s statements that the Examiner has agreed with this.

3. Supplement Section

IN RE COOK

In the Reply Brief page 13, line 1 to page 15, last line, Appellants apply the
CCPA decision fn re Cook. (In re Cook, 439 F 2d 730, 169 USPQ 298 (CCPA 1971
BV1 107, 110, 111, 136, 139, 141, 152, 156, RB 6, 13, 14, 15) The Board’s Decision did
not comment on nor rebut that analvsis. The Board's Decision 15 in contlict with /i re
Cook. As stated in the Brief the clatmed invention considered by the CCPA in /o re Cook
was directed to g four-member zoom lenses involving a complex set of design
parameters. The CCPA in fo re Cook 169 USP(Q) 298, 300 states:

It seems to have been agreed by all concerned that the design of
commercially satisfactory zoom lenses of the kind involved here (1.¢.,
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four-member zoom lenses) 1s an extremely complex and time-
consuming operation, even with the aid of modern computer
techniques. Thus, quite apart from appellants' teachings, it would take a
lens destgner setting out to design a new zoom lens of this type many
months, or even vears, to come yp with a marketable lens assembly
possessing all the desired characteristics.

The CCPA held that the fn re Cook claims could not be found not enabled merely
because following the patent application’s teaching 1t would take a person of skill in the
art a long time to design other embodiments within the scope of the claims that were not

specifically described in the specification.

The CCPA in /i re Cook 169 USPQ 298, 302 states:
We agree that appellants’ claims are not too broad "to the point of
invalidity” just because they read on even a very large number of
inoperative embodiments, since it seems to be conceded that a person
skilled in the relevant art could determine which coneerved but not-yet-
fabricated embodiments would be inoperative with expenditure of no
more effort than is normally required of a lens designer checking cut a
proposed set of parameters,

In /i re Cook the CCPA held that even though the claims included inoperative
species this did not render the claims not enabled since persons of skill in the art could
determine “which conceived but not-yet-fabricated embodiments would be inoperative.”
That 1s, a person of skill in the art could go through the time consuming and complex
computation to determine whether a particular selected design within the scope of the
claims functioned as a zoom lens, In Ja re Cook the CCPA found that the necessity of
doing a complex time consuming calculation to determine whether a particular design
was operable was not undue experimentation. This corresponds to the “theoretical
experiment” referred to in the Affidavit of Newns (Briet Attachment AP). The Board’s
Decision has not commented on this. In the present application by analogy once a
particular composition having a high Te is concetved following the CCPA rational in /e
re Clook “a person skilled in the relevant art could determine which conceived but not-
yet-fabricated embodiments would be inoperative with expenditure of no more effort than
is normally required of a [person of ordinary skill in the ceramic fabrication art}

checking out a proposed [composition by fabricating and testing 1177 by the well known
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methods of fabrication that do not require an understanding of the underlying complex
chemistry as stated by Poole 1988 (Brief Attachment AF and AW) quoted above. See
the DST AFFIDAVITS (Briel Attachments AM, AN and AO.) Thus under /a2 re Cook
Appellants” Subsection 1 claims are enabled. Also, none of Applicants claims include
inoperative species within their scope. 1t s also uncontested that persons or ordimary skall

use routines method to test for superconductivity.

In In re Cook the CCPA found claims not enabled saying:

Appellants baving failed to establish the truthfulness of their assertions
about the validity of their ranges when reasonably challenged to do so
bv the e\:ami ner, we ho]d th'it the Patent Ofﬁce ‘pmperly r&’ected ‘the

(.«.(..}?AL Lﬁ?#l ‘.0‘*{) {C ( PA *J?i) 169 LSPQ ”(}8

Applicants have established the truthfulness of thetr assertion by abundant
unrebutted factual evidence. For these reasons the Board's Decision sustaining the
Examiner’s rejection for lack of enablement of the Subsection HI claims should be
reversed.

In I re Cook the inventor int response to the COPA deasion filed a continuation
application which issued as US patent US3736048. Claim 1 of this issued patent 1s
shown below as an amended version of the claim on appeal in fn re Cook. Thus the
issued clatms deleted a range (with radius of curvature lying numertically between 0.58C)
and 1.0f{C)) in the last line of the claim on appeal and added a limitation to the preamble
{said objective having a maxunum equivalent focal length at lest 6 times its maximam

focal length). This is the amended version of the claim on appeal:

L. An optical objective of the zoom type (that is of the type having relatively
movable members whereby the equivalent focal tength of the f_abjeum»e can
he continuousty varied throughout a range, whilst maintaining constant
position of the unage plane}, corrected for spherical and chu‘;m’anc
ahena@zom coma, QSU“mdﬂﬂm ize}d curvature smd dmmuon

comprising a convergent first member which for a given object distance
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remains stationary during the zooming refative movements,

an axially movable divergent second member behind the first member
having equivalent focal length th lving numerically between 4 and 8 times
the minimum value of the ratio of the equivalent focal length of the
complete objective to the f-number of the objective in the range of variation,

an axially movable divergent third member behind the second member
having equivalent focal length t{c) lving numerically between 5 and 10
times the minimum value of such ratio,

a stationary convergent fourth member behind the third member.
a zoom control element, and

means whereby operation of the zoom control element causes the zooming
relative movements to be effected,

wherein

the total axial movement of the second member in the range of variation hes
numericallv between 1.5(B) and 2.5{(B) and

the total axial movement of the third member in the range lies numernically
between 0.25¢) and 058,

the munimum axial separation between the second and third members
occwrring when the equivalent focal length of the objective 1s greater than
hatf 1ts maximum value in the range of variation,

the movable divergent second member cousisting of a divergent simple
meniscus component with its surfaces convex 1o the front and a divergent
compound component behind such simple component, and

the movable divergent third member consisting of a doublet component
having its front surface concave to the front-vath-radius-of eurvature lving

N 4

Ranges were deleted from dependent claims on appeal in /i re Cook. Thus the breath of
gach amended dependent claim was broadened by this deletion. Consequently, the claims
of the issued patent US3736048 have a scope that 15 not narrower than the claims on
appeal in /it re Cook. Thus the USPTO found, following the decision by the CCPA w /i

re Cook, claims enabled
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+ “which read on even a very large number of inoperative embodiments, since it
seems to be conceded that a person skilled in the relevant art could determine
which conceived but not-yet-fabricated embodiments would be inoperative with
expenditure of no more effort than is normally required of a lens designer

checking out a proposed set of parameters. © fiz re Cook 169 USPQ 298, 302 and

» claims for which “it would take a lens designer setting out to design a new zoom
lens of this type many months, or even years, to come up with a marketable lens
assembly possessing all the desired characteristics.” [ re Cook 169 LISPQ 298,

300.

The Board's Decision in direct conflict with I #¢ Cook and with the final resali
of the claims under review 10 /i re Cook which were ultimately found enabled by the
USPTO. Following /i re Cook 1t 13 consistent with enablement to make species,
including those that do not work, even If takes a long time to make and test them if
expenditure of no more effort than is normally required of a person of ordinary skill in
the art is used to make and test those species. There is no evidence or argument in the
Boards Decision to the comtrary in regards to the Subsection 1 claims. Thus it is an

ervor of taw to find the Subsection TH claims not enabled.

Moreover, the CCPA decision in [n re Cook supports Appellants position that an
art 1s predictable when it 1s determinable with out undue expenimentation. Thus when the
Board’s Decision states. in the paragraph bridging pages 26-27

Appellants contend that the high temperature superconductor art is
predictable rather than unpredictable. According to Appellants, "since
the Examiner agrees that in view of Applicants' teaching other
embodiments can be made without difficulty and since testing such
embodiments for the presence of superconductivity is well know [sic]
and routine, the art of high Te superconductivity is predictable or
determinable and thus enabled by Applicants' teaching” {App. Br., vol,
1. p. 84). We do not share Appellants’ premise that the capability of an
artisan to make and test embodiments other than those allowed by the
Examiner establishes predictability in the art of high temperatore
superconductivity. On this record, Appeliants have not shown the
asserted correlation between capability and predictability.
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the Board’s statement “{wle do not share Appellanis' premise that the capability of
an artisan to make and test embodiments other than those allowed by the Examiner
establishes predictability 1 the art of high temperature superconductivity”™ is 1
direct conflict with the Supreme Court’s decision in Miner Separarion v. Hyde and
the CCPA’s decision in Iv re Cook both of which stand for the postiion that
determinability is equivalent to being predictable since as stated many time the
term predictable in the patert law does not mean “foreseeable” or “knowledge in
advance” but means determinable by experiment or calculation by methods know
to persons of skill in the art..

Ax stated above

# " Appellants’

Specification [nwust] provides g reasonable amount of direction or guidance in
identifying the compositions 1 question as possessing high temperature

superconductive characteristics.”

4. Supplement Section

As stated above the Board’s Decision states at DB page 20, hines 2-4 from the
bottom, in reference to Subsection I superconductors (as defined at BD page 17, lines 2-

6) “[als explained above, Appellants’ Specification provides a reasonable amount of
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direction or guidance in identifying the compositions in question as possessing high
temperature superconductive characteristics” and when it at BD page 38, lines 1 -4 from
the bottom, states “{tihe prior art of record in this appeal 15 limited to fabrication of mixed
transition metal oxide materials of the type discussed in subsections Land I None of the
claims in this subsection U are mited to such materials.”

Also As stated above the Board's Decision provides no legal authority for the
statement that “a reasonable amount of direction or guidance in identifying the
composifions in guestion as possessing high temperature superconductive characteristics™
1s necessary to satisty the enablement requirement. There 1s no United States Federal
Court decision that states that “a reasonable amount of direction or guidance in
identifying” species that com within the scope of a claim in necessary to satisty the
enablement requirernent of that claim to its full scope. As stated above it s well settled
law that a patent applicant does not have to foresee in advance all species that come within
the scope of a claim for the claim to be enabled to its full scope.

In Part V of BV starting at page 17 under heading “Summary of Claimed Subject
Matter” and in Volume 2 of the Appeal Brief a summary is provided of each rejected
claim and where support for these claims is found in the Specification. As stated in the
Initial Request the Board’s Decision makes no comment on each of these individually
appealed claims and does not explain why the specific imitations of these claims do not
provide the tvpe of gaidance that the Supreme Court in Adineral Separaiion v, Hyd.
indicates is sufficient to satisfy enablement when it says “leaving something to the skill
of persons applying the invention 1s clearly sufficiently definite to gnide those skitled in
the art to its successtul application.” (See the Minerals Separation v. Hyde Enablement
Statement.) Many of these limitations are directed to structural elements such as lavered,
perovskite, mixed valent, etc.. Why 13 this not sufticient “identifying” o the sense used
in the Board’s Deciston? The Board’s Decision simply ignores this by not making a
comment on this. The Board cannot simply ignore these more specitic hmitations. By
doing so the Board™s Decision does not make out a prima facie case of lack of
enablement as to these claims and therby as the broader claims of Subsection 1L

%

& o i MRS svaeeed TP tixmes TN seadoas
As stated above BV page 332, Hues 1428, states
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Specification [must] provides a reasonable amount of direction or guidance in

identifying the compositions in guestion as possessing

high temperature
superconductive characteristics.” Also, the “guidance” provided by Appellants’
Specification as summarized in Part V of BV starting at page 17 under heading
“Summary of Claimed Subject Matter”™ and in Volume 2 of the Appeal Briefis
consistent with the passage above quoted from In re Angsfadf. Thus Appellants’

Subsection H claims are enabled to there full scope.

5. Supplement Section
For the Board's convenience in a subsequently submited Supplement 2
Appellants will provide a copy of fir re Cook, US3736048 and the fite history of

US3736048.

6. Supplement Section

CONCLUSION
For the reasons given n the Inttial Request for Rehearing and this

Supplement Appellants request the Boart to reverse the rejection of the Subsection
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HI claims found not enabled in the Final Action and for which the Board’s
Decisions did not reverse the Examiner’s rejections, in particular for those claims
reciting that the superconductive element can be made by know principles or

ceramic science as identified in the nitial Reguest for Reheaning.

Please charge any fee necessary to enter this paper and any previous paper to

deposit account 09-0468,

Respectfully submitted,

/Daniel P Morris/

Dr. Daniel £. Morris, Esqg.
Lead Attomey

Reg. No, 32,053

{914) 9453217

IBM CORPORATION

Inteliectual Property Law Dept.

PO Box 218

Yorktown Heights, New York 10398
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